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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-12 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Epiing (U.S. Patent Application Publication No. 2005/0091101). 

Referring to claim 1 . Epiing discloses a method for conducting electronic 
commerce transactions among participants in an E-marketplace, comprising the steps 
of: 

• Obtaining privacy-use information for each participant (paragraph 27 & figure 1); 

• Comparing the privacy use information for each participant to determine matches 
(figure 2); 

• Only allowing transactions to occur between participants who have matching 
privacy use information (paragraph 11 and figure 3). The examiner notes that 
Epiing discusses stopping any transactions before they occur if the privacy use 
information does not match. 
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Referring to claim 2. Epiing further discusses a method wherein said obtaining 
step comprises at least the step of requiring each participant in the E-marketplace to 
present to the E-marketplace their P3P policy (paragraph 9 & figure 2). 

Referring to claim 3. Epiing further discloses a method wherein said obtaining 
step comprises at least the steps of: 

• Presenting each participant with questions that elicit their privacy-use information 
(paragraph 27); and 

• Storing the elicited privacy-use information for use in said comparing step 
(paragraph 29). 

Referring to claim 4. Epiing further discloses a method wherein said privacy-use 
information includes at least one of: use information pertaining to elicited e-mail 
addresses; use information pertaining to financial; use of personal information; use of 
business information, and the delivery of advertising to the participant (paragraph 18). 

Referring to claims 5-8. Claims 5-8 are rejected under the same rationale as set 
forth above. 

Referring to claims 9-12. Claims 9-12 are rejected under the same rationale as 
set forth above. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which fomis the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-12 rejected under 35 U.S.C. 103(a) as being unpatentable over 

Barzilai (U.S. Patent Application Publication No. 2002/0029201), in view of 

McCollom (U.S. Patent No. 6,343,274). 

Referring to claim 1 . Barzilai discloses a method for conducting electronic 
commerce transactions among participants in an E-marketplace, comprising the steps 
of: 

• Obtaining privacy-use information for each participant (Barzilai: abstract) 

• Comparing the privacy use information for each participant to determine matches 
(Barzilai: abstract) 

• Barzilai teaches all of the above, but does not expressly disclose a method 
wherein transactions are not allowed if participants do not have matching 
privacy-use information. McCollom discloses a method wherein transactions are 
allowed only is participants* privacy use information matches (McCollom: column 
2, lines 30-55). It would have been obvious to one of ordinary skill in the art at 
the time of applicant's invention to modify the method of Barzilai to bar 
transactions between participants whose privacy-use information profiles do not 
match, as taught by McCollom, to allow consumers to protect their personal data 
(McCollom: column 2, lines 7-29) 

Referring to claim 2. Barzilai further discusses a method wherein said obtaining 
step comprises at least the step of requiring each participant in the E-marketplace to 
present to the E-marketplace their P3P policy (Barzilai: paragraph 12). 
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Referring to claim 3. Barzilai further discloses a method wherein said obtaining 
step comprises at least the steps of: 

• Presenting each participant with questions that elicit their privacy-use infomnation 
(Barzilai: paragraph 12); and 

• Storing the elicited privacy-use information for use in said comparing step 
(Barzilai: paragraph 42). 

Referring to claim 4. Barzilai further discloses a method wherein said privacy- 
use information includes at least one of: use information pertaining to elicited e-mail 
addresses; use information pertaining to financial; use of personal information; use of 
business information, and the delivery of advertising to the participant (Barzilai: 
paragraphs 13&21). 

Referring to claims 5-8. Claims 5-8 are rejected under the same rationale as set 
forth above. 

Referring to claims 9-12. Claims 9-12 are rejected under the same rationale as 
set forth above. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• "A new privacy tool is at your disposal now - warts and all," Wall Street Journal, 
10 September 2001, Proquestion # 80041350, 3 pages.: teaches the use of P3P 
to maintain user privacy in transactions and the blocking of cookies. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason B. Dunham whose telephone number is 571-272- 
8109. The examiner can normally be reached on M-F, 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supen/isor, Wynn Cogglns can be reached on 571-272-7159. The fax phone number 
for the organization where this application or proceeding is assigned Is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



JBD 




